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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)) 



Docket Number (Optional) 



Mail to: Mail Stop Petition ■• r nr\ny 

Commissioner for Patents JU N 1 3 <^ uu ' 

P.O. Box 1450 

SMSSJ"*" OFFICE OF PETITIONS 

NOTE: If information or assistance is needed in completing this form, please contact Petitions Information 
at (571) 272-3282. 



Patent No. 5,467,122 Application Nlumhfir 08/046,335 

Issue Date November 14, 1995 Filing Date April 12, 1993 

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent 
number (or reissue patent number, if a reissue) and (2) the application number of the 
actual U.S. application (or reissue application) leading to issuance of that patent to 
ensure the fee(s) is/are associated with the correct patent. 37 CFR 1 .366(c) and (d). 



Also complete the following information, if applicable 

The above-identified patent: 

| | is a reissue of original Patent No. original issue date . 

original application number , 

original filing date 



| | resulted from the entry into the U.S. under 35 U.S.C. 371 of international 
application filed on 



CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1.8(a)) 

I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is 

(1) being deposited with the United States Postal Service on the date shown below with sufficient 
postage as first class mail in an envelope addressed to Mail Stop Petition, Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 OR 

(2) transmitted by facsimile on the date shown below to the United States Patent and Trademark 
Office at (571) 273-8300. 

June 5, 2007 



Peter I . Lippman 



Typed or printed name of person signing Certificate 
PA/fl7/?H07 BSLftHCO 88B8B9B7 546712S 
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1 . SMALL ENTITY 

|x | Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27. 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

| | Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g). 

3. MAINTENANCE FEE (37 CFR 1.20(e)-(g)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 



NOT Small Entity 

Fee (Code) 



Amount 



Small Entity 

Fee 



(Code' 



□ $_ 

□ $_ 

□ $ 



_3 1/2yrfee (1551) 
_7 1/2yrfee (1552) 
_ 11 1/2 yrfee (1553) 



□ $ 3 1/2 yrfee (2551) 

E $ 1,150 7 1/2 yrfee (2552) 

E $ 1,900 11 1/2 yrfee (2553)w/$65 



surer g. 



MAINTENANCE FEE BEING SUBMITTED $ 3 , 115 



4. SURCHARGE 

The surcharge required by 37 CFR 1 .20(i)(1 ) of $ 700 



accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ 700 



_ (Fee Code 1557) must be paid as a condition of 



. A duplicate copy of this 



5. MANNER OF PAYMENT 
[x~| Enclosed is a check for the sum of $ 3 / 8 15 

' I Please charge Deposit Account No. ,the sum of $ 

' ' authorization is attached. 

I | Payment by credit card. Form PTO-2038 is attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

HThe Director is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to Deposit 
Account No. 12-1639 _. A duplicate copy of this authorization is attached. 
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7. OVERPAYMENT 

As to any overpayment made please 

fx~l Credit to Deposit Account No. 12-1639 . 

OR 

a Send refund check. 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may 
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card 
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by 
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to 
the USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting 
them to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after 
publication of the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) 
or issuance of a patent. Furthermore, the record from an abandoned application may also be available to the public if the 
application is referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card 
authorization forms PTO-2038 submitted for payment purposes are not retained in the application file and therefore are not 
publicly available. 

8. SHOWING 

The enclosed statement will show that the delay in timely payment of the maintenance fee was 
unavoidable since reasonable care was taken to ensure that the maintenance fee would be paid timely 
and that this petition is being filed promptly after the patentee was notified of, or otherwise became 
aware of, the expiration of the patent. The statement must enumerate the steps taken to ensure timely 
payment of the maintenance fee, the date and the manner in which the patentee became aware of the 
expiration of the patent, and the steps taken to file the petition promptly. 

9. PETITIONER(S) REQUESTS THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE 
ACCEPTED AND THE PATENT REINSTATED). .■-y> 



June 5, 2007 



Peter I. Lippman; Jgron McLean (for assignee ) Lippman : 22 , 835 

Typed £x printed name(s) Registration Number, if applicable 

17900 Mockingbird Drive 775/677-8822 
Reno NV 89506 Telephone Number 

Address 

ENCLOSURES: 
fXl Maintenance Fee payment 
|"X~1 Statement why maintenance fee was not paid timely 

[X| Surcharge under 37 CFR 1 .20(i)(1 ) (fee for filing the maintenance fee petition) 

fxl other Exhibits A through O — per section 2 of the attached 
"Additional Sheets" showing unavoidable delay. 
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37 CFR 1 .378(d) states: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, 
or other party in interest." 




June 5, 2007 
Date 

Lippman: 22,835 



Registration Number, if applicable 



STATEMENT 

(In the space below, please provide the showing of unavoidable delay recited in paragraph 8 above.) 
Petitioners respectfully ask that this Petition be granted and that 
the accompanying unavoidably delayed maintenance fee, and the current 
maintenance fee, and surcharges for both, be accepted, and the patent 
reinstated. Unavoidable delay in payment has been due to the Petitio- 
ers' having received no message stating, and being not aware , that a 
previous Petition (filed in March 2004, for acceptance of unintentio- 
nally delayed maintenance fee) was dismissed. 

The Petitioners now know that the U. S. Patent & Trademark Office 
(hereinafter "PTO") mailed a Dismissal document to Petitioner Lippman 
in July 2005; however, that paper was misaddressed to a long-obsolete 
address and therefore never received. 

Not until April 2007 did the Petitioners receive a message with 
notice of such Dismissal or its details, as will be proved below. 

Full details of that previous Petition and of related circumstan- 
ces are set forth below and in the attached "Additional Sheets". 

Petitioners first became aware that this patent was not currently 
in force on March 21, 2007 when [CONTINUED ON ADDITIONAL SHEETS] 

{Please attach additional sheets if additional space is need ed) 
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" ADDITIONAL SHEETS " OF THE 
SHOWING PURSUANT TO PARAGRAPH 8 OF THE PETITION 

[STATEMENT, CONTINUED] Petitioner Lippman routinely checked his 
own docket calendar and saw that the HV2-year maintenance fee ap- 
peared to be due in May. Upon then looking in the PTO website to 
determine the amount of the fee, however. Petitioner Lippman was 
shocked to see that the website indicated the patent was expired. 

Below are, in section 1 and sections 3 through 7, a first analy- 
sis based upon proximate cause; and in sections 8 through 14 a sec- 
ond analysis based upon a full chronology — both showing why Mr. 
Lippman had believed in good faith that the patent was in effect or 
the 2 004 Petition still pending. 

1. Analysis based upon proximate cause ; The Petitioners in 
2003 and 2004 communicated with the PTO in good faith, attempt- 
ing to maintain the subject patent — but until late last month 
received no message stating that their communications had 
failed. Until then they also were not able to obtain a state- 
ment of the reason for failure of their 2004 communication. 

From a reading of the now-available 2005 Dismissal, Peti- 
tioner Lippman believes that the document appears to invite a 
reply (within two months) curing a defect stated in the Dismis- 
sal . That defect appears to be, in its entirety, failure to 
successfully provide the necessary fees. 

The document also appears to suggest (although it is not 
absolutely explicit) that a reply within that interval, with 
the necessary fees, would result in acceptance of the delayed 
fees and reinstatement of the patent — notwithstanding any and 
all previous delays . 

The Petitioners respectfully submit that their delay in 
responding to the 2005 Dismissal document was unavoidable, be- 
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cause the mailed original of it was never received — and a 
facsimile copy was received only on April 27, 2007. According- 
ly the delay in now making payment was likewise unavoidable. 

For proof that the document was never received. Petitio- 
ners offer two main facts, fully supported in this Petition: 

■ Mr. Lippman's docket system demonstrates that the document 
was never available to calendar for reply (for details 
please refer to sections 3 through 6, below); and 

■ the Dismissal document on its face is misaddressed to a 
very old address (please see section 7, below) — at a 
time when a substantially correct address was in the PTO's 
file of this case . 

The Petitioners first digress here to explain the rela- 
tively brief delay from March 21, 2007 to the present filing: 

On March 21 when Petitioner Lippman discovered that the patent 
was expired, and when he saw in PAIR that a Dismissal had been mailed 
in 2005, he immediately telephoned the Petitions Office to determine 
the reason for dismissal. He spoke with Mr. Paul Janoski, then of 
that Office, who said that this case had a paper (rather than image) 
file wrapper and that it could be necessary to order that wrapper 
from archival storage; Mr. Janoski also said that he would send an 
e-mail message "to a contractor", requesting that a copy of the Dis- 
missal be "remailed" to Mr. Lippman; and that this would probably 
take three or four weeks. 

After waiting about three weeks. Petitioner Lippman inquired 
further (several times) and in due course was informed that the file 
had been returned to storage. He also was advised to take up the 
matter with Paralegal Liana (Chase) Walsh, who had written the Dis- 
missal. Mr. Lippman was not at first able to reach Ms. Walsh, but 
after further effort did speak with her: she kindly said that she 
would send a copy of the document by facsimile, from her computer, 
right away. 

Mr. Lippman asked that she wait a couple of hours, because his 
facsimile-receiving equipment was at that moment being repaired; and 
Ms. Walsh proposed to instead wait until the following day. Unfortu- 
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nately the document was not transmitted for almost two weeks, not- 
withstanding almost daily phone reminders. 

The purpose of mentioning the time details, in the discussion 
above, is not to find fault. It is only to explain the unavoidable 
delay, from March 21, 2007 to April 27, 2007 in Petitioners' obtain- 
ing the Dismissal document so that they could determine its detailed 
nature, and so be able to respond to it. Since April 27, Petitioners 
have worked diligently to prepare this Petition. 



This basic discussion continues in section 3 of these "Ad- 
ditional Sheets", following the List of Exhibits that appears 
as section 2 here: 



2 . List of fifteen Exhibits appended 

after the last signature page of these "Additional Sheets": 

A) copies of four docket-sheet printouts (total 13 pages) for July 
and August 2005, showing npnreceipt of any Dismissal document 
in this case (docket "xAA-05"), mailed by the PTO in July 2005; 

B) a copy of that July 2005 item (Dismissal of a 2004 Petition) ; 

C) Petitioner Lippman's docket sheet for this specific case; 

D) Declaration of Mrs. Holly Aguilera; 

E) a copy of a relevant page of the PTO's June 2006 spreadsheet 
confirming entry of this case (column 2, line 2) into PAIR; 

F) a copy of Mr. Lippman's July 10, 2004 correct change - of - addr es s 
notice to the PTO; 

G) a copy of a substantially correct (partially faulty) address- 
change acknowledgment ( with its listing in the PAIR "Image File 
Wrapper" section, showing "mail room date" December 14, 2004); 

H) a copy of a current Request for Data Correction, filed on the 
recommendation of Ms. April Wise in the Petitions Office; 
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I) August and September 2004 documents (in unrelated cases) cor- 
rectly mailed by the PTO directly to Mr. Lippman's new address; 
J) Declaration of John W. McLean, Ph. D. ; 

K) a 2003 e-mail exchange between Mrs. Aguilera and Dr. McLean; 

L) for comparison as discussed in the present Petition, a copy of 
a 1999 cover letter used in paying the 3V4-year fee; 

M) coverletter drafted November 6, 2 003 — used in attempting to 
timely file the 7Vi-year fee with six-month surcharge; 

N) March 2, 2004 Petition to Accept Unintentionally Delayed Pay- 
ment ; and 

O) coverletter which accompanied that Petition. 



3 . The July 15, 2 005 Dismissal was never entered in Peti- 
tioner Lippman's calendar, for response — while other 
contemporaneous documents were entered : Petitioner Lipp- 
man hereby states under penalty of perjury that the attached 
Exhibit A is a true and accurate photocopy of his four availa- 
ble docket -calendar printouts, totaling thirteen pages, cover- 
ing the period from July 15 through September 15, 2005. 
The calendar printouts were made in 2005 on: 

July 25 (6 pages) Exhibit A, pages 1 through 6 

Aug. 16 (3 pages) Exhibit A, pages 7 through 8 

Aug. 25 (4 pages) — Exhibit A, pages 9 through 12 
Sep. 13 (1 page) — Exhibit A, page 13. 
For purposes of this Petition, each of these docket-calen- 
dar printouts has now been annotated. With the annotations, 
these four printouts are intended to be self explanatory. Each 
of the printouts begins with a "key" which is part of the orig- 
inal printing, but a rectangular box has now been drawn around 
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the key. Each key shows that a printout can have up to six 
sections, each containing deadline dates of a respective type: 

A. statutory (not extendable) within 30 days 

B. extendable within 30 days 

C. internal, within 7 days 

D. statutory (not extendable) more than 30 days away 

E. extendable , more than 30 days away 

F. internal , more than 7 days away. 

In the annotations of these printouts, the designations 
"month" and "30 days" are used interchangeably. Below the key, 
in the body of the tabulation, boxes have now been drawn around 
the section headings too. 

Each one of these four Exhibit A printouts includes PTO 
"deadline DATES" (now marked in large, bold lettering) occur- 
ring in the particular time period for permitted response to 
the Dismissal. Though the Dismissal sets a two-month nonexten- 
dable reply period, a thorough search of these sheets could 
look for a September 15 deadline in each of the six categories 
— i. e . , for each of two intervals: statutory/nonextendable, 
or nonstatutory (most-typically extendable); or internal. 

At the time of each printout, the calendar program auto- 
matically sorts the database to produce these categories and 
format them as shown in Exhibit A. It is Petitioner Lippman's 
office procedure to print the entire database roughly once a 
month, and (between those printings) just the first three sec- 
tions, sections A through C, roughly once a week. 

These facts make clear that a systematic docket system was 
being diligently, professionally maintained and followed. Fur- 
ther detailed proof of the existence and diligent use of that 
system appears below in sections 4 and 5 of these "Additional 
Sheets". Those sections are supported by the Declarations of 
Mrs. Holly Aguilera and Dr. John McLean, Ph. D. presented as 
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the attached Exhibits D and J (following the signature page of 
these "Additional Sheets'') . 

Within Exhibit A, boxes have also been drawn around groups 
of deadlines that bracket the September 15 deadline for reply 
to the Dismissal document — or actually fell on that date it- 
self. In addition to the boxes, marginal annotations call at- 
tention to those entries which are on or near that deadline. 

Such deadlines appear in Exhibit A on e. sr. : 
page 3 , 
pages 5 and 6, 
pages 8 through 11, and 
page 13 (two groups) . 

Yet Exhibit A contains no deadline for reply to the Dis- 
missal at any date on or before September 15 — or in fact any- 
where at all in the Exhibit. Petitioners respectfully submit 
that if the Dismissal had been received, its deadline would ap- 
pear in Exhibit A, ideally in a nonextendable grouping. 

Petitioner Lippman adds, still under penalty of perjury, 
that despite reasonable search he has found no evidence whatso- 
ever that the mailed Dismissal ever arrived. 

Petitioner Lippman likewise further states under penalty 
of perjury that beyond any question whatever, had he received 
that Dismissal document within the two-month period stated for 
permissible response, he would have promptly, timely and fully 
responded — including enclosure of the relevant fees . 

Given these statements, if the above- stated understanding 
of the import of the Dismissal document is correct, the reason 
for delayed payment beyond September 2005 is that neither the 
mailed Dismissal nor any other message telling the Petitioners 
of maintenance fee nonpayment for this patent ever arrived (un- 
til April 27, 2007) not by mail, not by FAX, not by e-mail, 

and not by telephone. 
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Reasonable care in DESIGN AND OPERATION Of the DOCKET- 
ING SYSTEM ; In about 1990, Petitioner Lippman designed, pro- 
grammed and put into service a computerized docket calendar for 
all his PTO and related deadlines. Since then he has main- 
tained that system in operation. That calendar program runs in 
a "PC"-type computer under dBaseIII+ — but was an outgrowth 
of a previous system that he had programmed and operated for 
several years in the operating system of a Wang Word Processor. 

Initially he also used a parallel docket system that was 
entirely manual. The computerized one, however, proved so re- 
liable that that manual "shadow calendar" was very soon taken 
out of use. (This last fact in no way contributed to the delay 
in maintenance- fee payment in the present case, since the Dis- 
missal document never arrived to be entered into any calendar.) 



Since at least 1990 each member of Petitioner Lippman' s 
office staff — most commonly one person at a time, denominated 
a "clerk" — has learned to use his dBaseIII+ calendar program. 
From time to time the program has been revised to facilitate 
some of the changes in PTO rules and practice, but such changes 
have not really been necessary since personnel know how to en- 
ter and retrieve information using the original program. 

When the subject patent 5,467,122 was coming up for its 
2003 maintenance fee. Petitioner Lippman ' s clerk was Mrs. Holly 
Aguilera, who was very familiar with the docket program and 
with all of Petitioner Lippman' s patent matters. She had been 
employed continuously in the same capacity for about seven 
years, i. e. since 1996 — and had previously served as assis- 
tant clerk for several months in 1993. 

As she became proficient in operations of the office, she 
and Mr. Lippman often checked each other's work, especially as 
to functions which they both knew were susceptible to residual 
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errors. Over time, such a final check was found to be needed 
less and less often, as Mrs. Aguilera became progressively bet- 
ter aware of the more-common "traps for the unwary" . 

In particular Mrs. Aguilera was thoroughly acquainted and 
familiar with the procedures for paying maintenance fees. 

Reasonable care in ENTRY of the patent INTO THE DOC- 
KETING SYSTEM : When the subject patent was issued, it was 
promptly entered into the above-described calendar program. In 
fact, Attached Exhibit C shows a printed docket sheet that the 
program created automatically (after requesting manual entry of 
the patent number, serial number, and filing and issue dates) . 
It was later manually mounted in the case file for this patent. 

As the Exhibit shows, the relevant dates were printed for 
the then-expected entire life of the patent, including both the 
half-year deadlines and the full-year deadlines and also in- 
cluding "flag" or "warning" entries alerting Petitioner Lippman 
and his staff, roughly a month before each deadline. 

Petitioner Lippman 's office procedure calls for keeping 
the docket sheet in the three-panel case file, at the top of 
the central "PTO correspondence" panel (1. e. , above all the 
other papers mounted on that panel) . Whenever anyone opens the 
file, the docket sheet therefore appears conspicuously, showing 
the status of all unresolved deadlines. 

This docket sheet of Exhibit C is for an issued patent, 
and accordingly shows only maintenance- fee deadlines. For 
cases still in prosecution (or not yet in prosecution) , the 
docket sheets instead show deadlines for reply to Official Ac- 
tions, foreign filings, statutory bars etc. 

The order of entries in the docket sheet may seem curious. 
That order, however, arises systematically from the way in 
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which, the entries are initially generated, before the overall 
docket -calendar file is sorted with new entries in it. 

Six of the entries in the sheet appear crossed off, in 
ink, by hand. Those marks reflect the fact that the PTO had 
been authorized to take the 2003 maintenance fee from a deposit 
account (as more fully detailed below) — and that the remit- 
tance was considered, in good faith, to have been made timely. 

In summary, the subject patent was entered into the docket 
system in 1995, and a resulting docket sheet was mounted in the 
file folder. Petitioner Lippman attests that the docket sheet 
appeared in that folder, mounted to the panel reserved for PTO 
communications and docket sheets; and also that, as the Novem- 
ber 14, 2003 maintenance- fee four-year deadline approached, the 
docket sheet was being correctly used. 

The careful and professional manner of docket -system use 
in Mr. Lippman' s office is further evidenced by Exhibit D, the 
Declaration of Mrs. Holly Aguilera and particularly by para- 
graphs 1, 4 through 7, 12 and 13 of that Exhibit. 

Reasonable care in keeping the PTO informed of Peti- 
tioner Lippman 'S address ; On June 9, 2004 Petitioner Lipp- 
man received from the PTO by e-mail a spreadsheet confirming 
entry of his cases into the PAIR system. Page 4 of the spread- 
sheet (showing the subject patent as the second item in the 
second column) appears as Exhibit E. It shows Mr. Lippman' s 
then-correct address in Montrose, California. That was not a 
new address; rather, he had been there for nineteen years. 

PAIR records for the subject patent show that date, June 
9, 2004, as the date of a "Correspondence Address Change". As 
the foregoing paragraph makes clear, however, that characteri- 
zation is not entirely accurate. That is to say, there was not 
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any actual change of address shown by that June document; rath- 
er Exhibit E only confirmed receipt, in the PTO Electronic Bus- 
iness Center, of the spreadsheet data (identification of cases) 
from Mr. Lippman . 

On July 10, 2004, after moving away from California, Mr. 
Lippman responded to that posted spreadsheet by filing a notice 
of his address change — also appended to this Petition, as Ex- 
hibit F. Please note that it correctly states his new address 
in Reno, Nevada — on Mockingbird Drive (not "Lane"). 

The PTO response to that notice, however, is faulty. As 
seen in Exhibit 6, the PTO's December 14, 2004 "Change of Ad- 
dress" wrongly states his street suffix as "Lane". (That error 
is presumed due to well-known use of "Mockingbird Lane" in a 
long-running famous TV program. ) 

During the last few weeks, Petitioner Lippman spoke with 
Ms. April Wise, of the Petitions Office, about his having never 
received the Dismissal. Ms. Wise noted that the PTO records 
for Petitioner Lippman' s customer number incorrectly stated the 
address as on Mockingbird Lane . She recommended filing of a 
new address -change notice for that customer number. 

Typically each week several pieces of PTO mail arrive cor- 
rectly for Petitioner Lippman on Mockingbird Drive, a street 
which is in Reno's Cold Springs Valley. Mr. Lippman has found 
no "Mockingbird Lane " anywhere in the Reno area. 

Cold Springs Valley is a relatively small, semirural area 
more than ten miles from the main population centers of Reno, 
and somewhat isolated by a mountain pass. Local postal carri- 
ers appear to very clearly know what streets are in the valley. 

Postal Service procedures — Furthermore, the U. S. Postal Ser- 
vice (hereinafter "USPS") should return to the PTO any PTO mail 
not delivered to Petitioner Lippman but Mr. Lippman has 
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never been contacted by phone, FAX, e-mail or otherwise to 
resolve any question of such returned postal mail . 

To briefly review the USPS procedures: on May 19 of this 
year Mr. Lippman telephoned the postmaster in Montrose, Cali- 
fornia Mr. Lippman' s previous city of residence. That 

postmaster, Mr. Voltaire Alfonso, after listening to the gene- 
ral facts of the present situation stated that the most usual 
and most-approved procedure is for the USPS to check — even 
before mail from the PTO leaves the east coast — for address- 
change notices on file. Since Mr. Lippman 's USPS forwarding 
order by July 2005 was expired, no valid notice would have been 
found. (The expired notice, however, might have been found.) 

Mr. Alfonso proceeded to explain that the next step, if no 
valid address -change notice is found then (or later in the pro- 
cess if need be) — and if it also appears (e. g. , from an ex- 
pired notice) that routine delivery will fail is to look on 

the outside of the envelope for a legible return address. If 
such a return address is found, the USPS then forthwith returns 
the mailed piece to that address. This process takes only a 
short time. 

If no return address is thereby found, however — e. g. if 
the envelope has been damaged or the return address blurred, 
etc. the USPS instead sends the piece to a Dead-Letter Cen- 

ter. The staff members there open the piece, and search its 
contents for any indication of a source address. 

Upon finding such indication, USPS staff members copy that 
address to a fresh envelope, place the entire original piece of 
mail inside that envelope, and return the entire freshly pac- 
kaged item into the stream of mail for return to the original 
sender. Mr. Alfonso stated that this entire process in the 
Dead-Letter Center typically takes something over four weeks. 
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Only if no valid source address can be found either inside 
or outside the original mailed piece is the item consigned to 
truly "dead" -letter status. Since the PTO Dismissal document 
itself clearly states the PTO address, i. e. the address of a 
prominent government agency, Mr. Alfonso expressed doubt that 
the 2005 Dismissal document went anywhere but back to the PTO. 

Based on all these facts, it is improbable that the minor 
address error (wrong street suffix) in the PTO records could 
have been responsible for nondelivery of the Dismissal docu- 
ment. With respect, the Petitioners submit that delivery went 
wrong because the document was on its face misaddressed (please 

see section 7 below) and therefore was returned to the PTO. 

Once there, evidently, it was not investigated. 

Nevertheless Ms. Wise's recommendation is greatly appreci- 
ated, and it has recently now been followed. A copy of the re- 
cent change-notice form, with its coverletter, appears as Ex- 
hibit H. The PTO responded to that form incorrectly (leaving 
the street suffix as "Lane"), and Petitioner Lippman has since 
corrected the PTO database on-line himself. 

Failure of the PTO to correctly address or r email the 
Dismissal document, using Petitioner Lippman 's mailing 
address as then officially on record in the PTO ; in 
addition to Petitioner Lippman 7 s docket printouts discussed 
above in sections 3 and 5, there is other evidence — even much 

stronger that the original, mailed Dismissal document was 

never received: on its face, it was misaddressed. 

The copy of that above-mentioned July 2005 Dismissal which 
is reproduced in Exhibit B (pages 2 and 3) was first received 
by Mr. Lippman via FAX in April 2007. It reveals that the Dis- 
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missal was addressed to his former, southern California loca- 
tion in July '05, even though a year earlier in July 2004 (pro- 
ven in section 6) he had filed a PTO address change (Exhibit F) 
and in December the PTO had acknowledged it (Exhibit G) . Evi- 
dently the Dismissal was prepared with reference to neither the 
PTO's general address record for Mr. Lippman's customer number, 
nor the specific address record shown in PAIR for this case . 

Correct mailing of other documents — Meanwhile, Petitioner Lipp- 
man has now found at least two documents (in unrelated cases) 
that came from the PTO addressed directly to his new address in 
August and September 2004. Coversheets of both those documents 
are appended as Exhibit I. They dispositively prove that the 
July 2004 address -change notice had begun to take effect in the 
PTO and was available for use there by August 2004 — nearly a 
year before the critical Dismissal was mailed in this case. 



In his search that resulted in Exhibit I, Mr. Lippman ran 
across no documents mailed from the PTO after July 2004, con- 
cerning provisional or nonprovisional national applications, 
that were addressed to his old address — except for the July 
2 005 Dismissal in this case. (He did not attempt, however, to 
search for such later-mailed misaddressed items exhaustively. ) 

Of course before his actual change of location (June 2004) 
Mr. Lippman also had deposited a mail -forwarding order with the 
U. S. Postal Service. It is his understanding that the for- 
warding order expired in about June 2005. 

Since PTO correspondence, by at least August 2004, had all 
begun to come directly to his new address by virtue of the July 
10, 2004 address -change notice (Exhibit F) , expiration of the 
forwarding order was not seen to be problematic. In actuality, 
however, since the 2005 Dismissal was misaddressed to Mr. Lipp- 
man's by- then- long -obsolete old office and home in southern 
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California, the Postal Service almost surely returned that doc- 
ument to the PTO. This is established by Mr. Lippman's telecon 
with Montrose Postmaster Voltaire Alfonso, as reported above in 
section 6 of these "Additional Sheets" - 

The Petitioners presume that, on arrival back at the PTO, 
the Dismissal document should have triggered an investigation 
to determine the correct address which should have been used in 
July 2005. That address had long been in the file, not only of 
the PTO for Mr. Lippman's customer number in general, but the 
electronic file of this case . 

In fact as clearly shown in the PAIR system contents for 
this case, by December 2004 the PTO had associated Mr. Lippman's 
then-current mailing address with this case. That is estab- 
lished by the "Address Change" document from PAIR'S image - file- 
wrapper section with mailing date "12-14-2004" as Exhibit 6. 

Although that document does contain the minor technical 
error in the street-name suffix, as discussed in section 6 
above, if the Dismissal document had been addressed as in the 
PTO records (Exhibit G) it would surely have been delivered to 
Mr. Lippman promptly in July 2005. That conclusion holds true 
whether or not the PTO had entered the correct street suffix as 
in Exhibit F. 

(Sections 3 through 7 above conclude the 
proximate-cause analysis started at Section 1.) 

Analysis based upon full chronology — introduction: 
Petitioner Lippman has consulted several staff attorneys and 
others in the Petitions Office, seeking guidance as to the 
nature and scope of proofs that should be presented in this 
Petition as well as information that might help facilitate 
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acquiring a copy of the Dismissal (as recounted earlier) . The 
Petitioners in particular wish to thank Ms. Frances M. Hicks 
for thoughtfully considering the present situation and for ex- 
plaining that each Petition is considered on its own facts and 
merits, and that no detailed guidance for the present situation 
could be specified. 

Petitioners also gratefully thank Paralegal Ms. Liana 
Walsh for providing a facsimile copy of the Dismissal document; 
and Ms. April M. Wise for her well-reasoned observations and 
recommendations concerning Petitioner Lippman's address, as 
discussed above in section 6 of these "Additional Sheets"; and 
Mr. Paul Janoski for his initial help to Mr. Lippman in becom- 
ing oriented to the situation. In addition. Petitions Attorney 
Charlema Grant very kindly explained why — by virtue of severe 
caseload, as Mr. Lippman understood it — she was not at liber- 
ty to study the situation for purposes of giving preliminary 
advice . 

To go beyond the above proximate -causation approach of 
section 1 of these "Additional Sheets", and sections 3 through 
7 : the circumstances here are essentially a series of inter- 
linked events that began in a very modest way and escalated ac- 
cording to the "domino effect" into an extremely serious prob- 
lem. It is especially severe in that the patent involved is of 
particular importance to the assignee — as witness the parti- 
cipation of that firm's president and chief executive officer, 
in this Petition, and his appended Declaration (Exhibit J) . 

That series of events is taken up in detail below. 

Initial submission of the maintenance fee : On October 
30, 2 003 with the four-year deadline two weeks away, Mrs. Agui- 
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lera wrote by e-mail to Petitioner John McLean, Ph.D. , who is 
the chief executive officer of the assignee Arete Associates, 
asking for authorization to pay the fee. 

That inquiry is shown at the bottom of the attached Exhib- 
it K, together with Dr. McLean's prompt response (at the center 
of the same Exhibit) — including his remark, "This is a very 
important patent for Arete." Furthermore, as the same Exhibit 
shows, when preparing that response Dr. McLean himself took the 
trouble to add another address to the distribution: he sent a 
"Cc:" (courtesy copy) to: "King, Jim" <king@arete . com> . 

Mr. Jim King at that time was the chief financial officer 
of Arete. Thus Dr. McLean, the president and chief executive 
officer, wanted his chief financial officer to be reassured in 
advance (not even waiting for Mr. King to inquire) that the 
thousand-dollar maintenance fee should be paid — further dem- 
onstrating how important this patent was to the company. Also 
in the same exhibit, at the top, is Mrs. Aguilera's quick reply 
confirming her intention to file timely. 

On November 6, 2003 Mrs. Aguilera in fact began looking 
for a suitable coverletter to accompany the fee . She knew that 
all of Petitioner Lippman's electronic documents were stored in 
computer directories ("folders") by client — and some even by 
specific docket code. 

Not wanting to type and proofread all the numbers, names 
etc. relating to the subject patent, and being well trained to 
think about efficiency, Mrs. Aguilera looked in the correct 
computer directory for previous outgoing letters related to 
this patent. 

There she immediately found in electronic form the letter 
that had been used four years earlier for payment of the first , 
fourth-year maintenance fee. 



5,467,122 Petition re delayed fee 



"Additional Sheet" 



P. Lippman / xAA-05 



For reasons that will become clear momentarily, that 1999 
letter is reproduced as Exhibit L of this Petition. Petitio- 
ners respectfully draw attention to the PTO address that Peti- 
tioner had used in 1999. 

The 1999 PTO address appears in that letter at the top of 
the page, and also unfortunately — very unfortunately, as will 

be explained within the mailing certification at the bottom. 

Thus, among the several variations needed to adapt the 1999 
letter to 2003 purposes, there was one item that Mrs. Aguilera 
felt clearly ought to be freshly typed, namely the then-new 
mailing address of the PTO Maintenance Branch , where it ap- 
peared within the mailing certification. Exhibit M of this 
Petition shows the resulting November 2003 coverletter for the 
maintenance fee. 

Initial delay : This retyping of the new PTO address, as 
such, was done correctly, and Mrs. Aguilera also revised some 
other passages (not important here) of the letter. In the 
process, she introduced a new but unimportant typo — and also 
unintentionally deleted a very important needed element — as 
seen in Exhibit M. 

As comparison of Exhibits L and M suggests, to update the 
PTO address Mrs. Aguilera deleted the last part of the final 
sentence in the coverletter, and then typed in the new PTO ad- 
dress. Unfortunately that part of the final sentence included 
the mailing date. Hence the mailing certification became de- 
fective in that the mailing date was thereby omitted from it. 
Nevertheless Petitioner Lippman did sign that letter. 

Although the coverletter and fee were mailed before the 
final deadline, since the mailing date was omitted from the 
certification. Rule 8 did not apply — and the PTO of course 
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responded that, the fee was late and the patent had already ex- 
pired when the fee arrived. 

This particular component of delay was curable , and Peti- 
tioner Lippman timely undertook to cure it as described in sec- 
tion 11 below. Therefore, with respect, its contribution to 
the overall delay in filing of the maintenance fee is believed 
to be superseded by (or subsumed within) the unavoidable delay 
involving Mr. Lippman' s nonreceipt of the misaddressed Dismis- 
sal document — as set forth above in sections 1, 3, 6 and 7 of 
these "Additional Sheets". 

In addition to being unintentional, and curable, in a very 
important sense this delay itself also was unavoidable . It is 
possible for human beings to be well trained, and professional, 
and conscientious, and extremely careful, and to review their 
own efforts — all of which describes Mrs. Aguilera's excellent 

work beyond question but it is never possible to entirely, 

completely "avoid" a last small residual of human error. 

This fundamental truth is amply recognized in the MPEP and 
in the caselaw. More specifically, MPEP 711.03(c) quotes the 
decision in Matullah thus: 

"The word 'unavoidable' ... is applicable to ordi- 
nary human affairs, and requires no more or greater 
care or diligence than is generally used and observed 
by prudent and careful men in relation to their most 
important business. It permits them in the exercise 
of this care to rely upon . . . worthy and reliable 
employees . . . . " 

In other words, perfection is not required; and that tiny 
possibility for human error is literally unavoidable. That 
last small sliver of human error is exactly what arose here. 
The Petitioners therefore respectfully submit that the error of 
inadvertently deleting the certification date, and Mr. Lipp- 
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man's execution of the letter with that error and its re- 
sulting contribution to delay — were not avoidable. 



March 2 004 Petition to accept unintentionally delayed 
payment, and its dismissal : When Mr. Lippman received no- 
tification that the 2003 fee submission had been rejected as 
late, he and his staff timely prepared a Petition (Exhibit N, 
attached) to accept the delayed payment. They filed that Peti- 
tion in the PTO in March 2004. 

As part of that Petition they submitted a letter explain- 
ing what had gone wrong. A copy of that letter is attached as 
Exhibit O. 

Mr. Lippman next learned three years later, in a March 

21, 2007 telephone discussion with a then-representative of the 

Petitions Office, Mr. Paul Janoski that in July 2005 the PTO 

had mailed a Dismissal of the March 2003 Petition. As recoun- 
ted above in section 1 of these "Additional Sheets", in due 
course Mr. Lippman on April 27, 2007 was able to obtain a copy 
of that Dismissal document and thereby learn the reason for 
dismissal . 

To summarize, PTO processing of the 2004 Petition took one 
year and four months; and Mr. Lippman learned of the outcome 

another one year and nine months after that i. e., a total 

of three years and one month after filing of the Petition. Mr. 
Janoski, in the March 21 telephone conversation, suggested 
strongly that Mr. Lippman should have looked into the matter 
during the interim of 16 to 37 months. 

The Petitioners of course in hindsight agree that it could 
have been very useful to follow-up on the 2 004 Petition. At 
the same time, however, for the reasons detailed below they re- 
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spectfully but strenuously take issue with the suggestion that 
there was any lapse in the duty of "reasonable care" : 

■ Petitioner Lippman is not aware of any "standard" time 
period for completing a decision on a Petition to Accept 
Unintentionally Delayed Payment . 

■ Therefore the Petitioners very respectfully wish to point 
out that from the perspective of practitioners outside the 
PTO — under all the unusual circumstances of 2001 through 
the present — there is little to make 37 months seem less 
plausible than 16. More specifically, during a protracted 
and costly war that diverts money and other resources from 
the PTO, both of those intervals only seem to be long but 
plausible times for consideration of a Petition. 

■ The length of such intervals does not suggest any malfea- 
sance. It simply suggests that the PTO Petitions staff is 
swamped with work. (This idea is consistent with Mr. 
Lippman 's impressions of his conversations with staff.) 

■ Under these circumstances, in the vernacular, the Peti- 
tions Office appears to be "pedaling as fast as it can." 
The signing Petitioners believe that this is a result of 
the Federal Government's allocating stringently limited 
governmental resources to the PTO, particularly during 
wartime — already ongoing for three years in 2005 — and 
with an enormous Defense budget . 

Therefore it would seem neither helpful nor courteous for 

Mr. Lippman to "pester" the Petitions Office staff any more 

than it would have made sense to complain about discolored and 
brittle acknowledgment cards or other PTO disruptions after the 
2001 Pentagon and anthrax attacks. Rather it seems more appro- 
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priate (and perhaps a patriotic duty) that he patiently let the 
matter lie — until receiving a decision in due course. 



Relocation of office ; The Petitioners draw attention to Pe- 
titioner Lippman's change-of -address notice (please refer to 
Exhibit F) in this case, and related complications. That no- 
tice was submitted to the PTO in July 2004, and it is reflected 
substantially (though not absolutely) correctly in the address 
shown for Mr. Lippman in the PTO records between 2004 and the 
present . 

The attached Exhibit G shows that Ms. April Wise — of the 
Petitions staff was correct in noting that the official rec- 
ords included a faulty showing of the street suffix as "Lane" 
rather than "Drive" . In view of the fully correct appearance 
of the address in the change-of -address notice (Exhibit F) , the 
Petitioners respectfully point out that the Petitioners did not 
contribute at all to that faulty indication of the street suf- 
fix. Rather, it is believed to be wholly due to error in, 
e. sr., the Electronic Business Center. 

As discussed in section 6 above, if the Dismissal had been 
mailed in accordance with Exhibit 6, it is possible that it 
might have gone astray for some reason related to the error in 
street -name suffix ("Lane" rather than "Drive") . As section 6 
makes clear, that was the professional view of Ms. April Wise 
and it cannot be said that she was incorrect . 

Mr. Lippman's own opinion (suggested in section 6) is that 

mail sent with a misstatement of "Lane" rather than "Drive" 

if not just delivered to him without delay, as routinely hap- 
pens — very likely resolves itself within two or three weeks. 

Nonetheless, pursuant to Ms. Wise's advice, a new address- 
change notice, specifically calling attention to the detail of 
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the street: -name suffix, has now been submitted. A copy of that 
new notice appears as Exhibit H. As the PTO disregarded that 
detail, Mr. Lippman subsequently followed-up with an on-line 
correction. 

In mid June 2004, Mr. Lippman moved away from Los Angeles, 
California — where he had been from 1943 — to Reno, Nevada. 
Although Petitioner Lippman considers himself (and makes great 
effort) to be reasonably well organized, there may be unavoida- 
ble imperfections in this effort. 

In April through June 2004, during preparations for the 
move, his residence and office were unavoidably in a state of 
flux. Furthermore, Mrs. Aguilera and a then-assistant clerk 
were not available to also move from Los Angeles to Reno, to 
continue their employments with Mr. Lippman. 

Both these people were very good employees and had re- 
ceived considerable training; their loss was a severe blow. 
Over the years Mr. Lippman had trained several office clerks to 
his methods and procedures, and had become reasonably effective 
in that role. 

In his new office he was able to restore basic functions 
with reasonable promptness. In training of new employees, of 
course use of the docket system is paramount, and Petitioner 
Lippman took pains to be certain that incoming correspondence 
was promptly and properly calendared and filed. 

He believes that long before July 2005 incoming matters 
were once again being routinely and correctly calendared. The 
docket-sheet printouts of Exhibit A substantiate this belief. 

Based upon a current general review of PTO correspondence 
from 2003 to 2005, Petitioner Lippman has come to a tentative 
belief that the Office of Petitions had its own procedures and 
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(undoubtedly for good and well-considered reasons) eschewed use 
of the PTO's master address files in favor of answering to the 
address on an incoming Petition. 

On one hand, the Petitioners certainly would not presume 
to criticize such procedures. On the other hand, it is be- 
lieved that such departure from standard PTO processing is not 
at all general knowledge among registered patent practitioners. 

Had Mr. Lippman known of such a divergent method, of 
course he would have written or telephoned the Office of Peti- 
tions in JUly 2004, immediately after moving to Nevada, to make 
sure that his correct and current mailing address was in the 
file for his 2 004 Petition. Although that does not seem to 
have been required, it would have been a common courtesy; but 
unfortunately he did not know or suspect that the Office of Pe- 
titions used a divergent method. 

Track record ; Other sections of this Petition focus upon ex- 
plaining delay, and upon analyzing causes of error. While that 
negative focus is entirely appropriate, the Petitioners re- 
spectfully wish to point out that the occurrence of delay and 
error in a patent practice can only be fully understood in the 
context of other characteristics of the practice. 

To provide such a more-balanced perspective, some positive 
aspects of Petitioner Lippman' s practice are outlined here: 

He has actively drafted and prosecuted patent applications 
for more than 3 6 years, having started as an independent patent 
agent. He took time out for a California law degree, magna cum 
laude, about 3 0 years ago. 

He has drafted and filed about 410 U. S. nonprovisional 
patent applications (plus 3 0 provisionals) some filed in the 



5,467,122 Petition re delayed fee 



"Additional Sheet" 
23 



P. Lippman / xAA-05 



names of clients' corporate counsel, or of lawfirms, or lawfirm 
partners. So far more than 330 of his U. S. cases have issued. 

(Clients elect to drop some cases because inventions don't 
work as well as expected, or due to marketplace disappointments 
or financial constraints. Occasionally there are PCT search 
surprises . ) 

One of his individual clients, and one of his corporate 
clients, have each earned between one and two million dollars 
from sale or licensing of patents that Mr. Lippman drafted, 
filed and prosecuted. Likewise based upon Mr. Lippman' s work, 
some clients of Mr. Lippman' s former law partners have fared 
even better. 

At least apart from the present case, he has never incura- 
bly failed to file a maintenance fee. He has twice made oral 
argument before the Board of Appeal, both times successfully. 
Over 3 6 years, he has maintained reasonably cordial relations 
with all but two examiners and all but two clients, not been 
sued by anyone for anything, never been accused of malpractice 
(some of his former partners cannot say this), and never been 
disciplined or warned by either the Bar Association or the PTO. 

Continuity and refinement of office operations : De- 
spite extensive and energetic efforts to make the transition to 
a new locale in Nevada as smooth as possible, there was some 
temporary irregularity in office function. It did not, howev- 
er, affect this case. 

Employees Long before July 2 005 (when the PTO mailed the 

Dismissal document). Petitioner Lippman had an employee capably 
making calendar entries in Nevada. The calendar is one of the 
most-critical and first-taught functions of his office, and it 
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was under control at the time when the Dismissal would have 
arrived — if it had ever arrived. 

All of his several successive employees in Nevada started 
out knowing nothing of patents and office management — and so 
required that Mr. Lippman extensively train them, essentially 
from scratch. Nevertheless, he believes that the integrity of 
the calendar was maintained throughout 2005 and to the present. 
In addition, his personnel situation has stabilized, with find- 
ing of an excellent long term employee. 

More -intensive follow-up — Partly in response to this present 
situation involving the maintenance fee for the subject patent, 
Petitioner Lippman has now strengthened his routine follow-up 
efforts. He now adds follow-up entries into his docket calen- 
dar — for essentially all papers that he files in the PTO. 

At each point, every follow-up entry is rolled over into 
another follow-up entry: 

■ when an acknowledgment card is received, another entry is 
created to watch for a PAIR posting; 

■ then when PAIR shows that a paper is in the PTO's file, 
another entry is created to watch the PAIR website for 
forwarding of the filed paper to the examining group, or 
other entity within the PTO; 

and so on until it is clear that appropriate action by the PTO 
has been actually completed. 

This enhanced follow-up program is aided by very extensive 
use of the PAIR system to check status without having to inter- 
fere with the work of PTO employees . If it would be of inte- 
rest, Mr. Lippman would be glad to submit additional exhibits 
showing examples of routine status-check entries. 
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Use and monitoring of the deposit account — With arrival of the 
2005 Dismissal document by facsimile, it has now become possi- 
ble to see that the present maintenance- fee delay involved Pe- 
titioner Lippman' s deposit account. After thinking through the 
detailed causes of the delay, he has now put into operation a 
"shadow" bookkeeping system for more aggressively monitoring 
moneys flowing out of that account. 

This change in procedures represents an effort to learn 
from this very regrettable experience. He has now recognized 
certain limitations of the PTO's deposit -account system, and is 
using these recognitions to improve his office operations. 
These points are all detailed below. 

1) Withdrawals on generic instruction — In the routine use of a 
deposit account, funds are very often withdrawn by the PTO 
staff (correctly) without specific instruction from Mr. Lipp- 
man. That is in fact a main objective in having a deposit 
account; it does nevertheless complicate any effort to know 
what the balance really is. 

In his bookkeeping system previously he has simply dis- 
tributed, after the fact, funds flowing out of the deposit ac- 
count based upon the monthly deposit-account reports — and 

has relied upon "the system" to eventually sort out all such 
transactions . 

2) Withdrawal failures not reported — A danger in this ap- 
proach, only now belatedly clear to Petitioner Lippman, is that 
the PTO's deposit -account reports do not reveal EFFORTS by PTO 
personnel to withdraw funds — when there is not enough money 
to withdraw. If the reports did show such efforts, then in 
this case that would have alerted Petitioner Lippman to the 
problem which Petitions Paralegal Liana Walsh had encountered 
— and would have done so within the two-month period permitted 
for reply to the Dismissal. 



5,467,122 Petition re delayed fee 



"Additional Sheet" 



P . Lippman / xAA-05 



Had that occurred then of course he would have timely res- 
cued his 2004 Petition (to accept the unintentionally-delayed 
maintenance fee) . If his understanding is correct, then evi- 
dently this present Petition would not have become necessary. 
The deposit-account reports, however, in fact do not enable 
such rescue. 

3) Telephone alerts (and EFT's) optional — Occasionally staff 
in the PTO have telephoned Mr. Lippman to say that funds are 
required for some particular fee and Mr. Lippman has immedi- 
ately used the electronic- funds -transfer system to replenish 
his account. When this happens, the PTO staff is able to ac- 
tually see the changing balance in the deposit account, in real 
time during the phone conversation — and this is an extremely 
useful capability. 

The Petitioners do not suggest that the Office of Peti- 
tions "should have" telephoned. This too comes under the head- 
ing of courtesies rather than obligations. Unfortunately in 
this present matter, as previously mentioned he received no 
such telephone call or other message. 

4) Deferred withdrawals for Petition fees — Also unfortunately 
he had taken for granted that the fees for his 2004 Petition 
would be withdrawn from his account within a few months — 
whether or not a Decision on Petition was generated in that 
time — and accordingly he was not watching the balance closely 
during the time interval (thirteen months later) when Ms. Walsh 
apparently was checking for those Petition fees . 

5) Procedures for curing these limitations — In his new system 
for monitoring his deposit account, Mr. Lippman now uses simple 
commercial software to track debits and credits as if the de- 
posit account were a bank account. When he specifically asks 
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PTO personnel to withdraw money from the deposit account, he 
then enters the anticipated withdrawal into the software. 

The software is promptly reconciled against each monthly 
report . When the monthly report shows a sum of money out ( or 
in) that has not already been entered into the software, this 
sum is entered at that time. If already entered earlier, that 
earlier entry is simply confirmed; if not already entered, then 
the new entry resolves the matter. 

Each month the software "should" show a balance equal to 
that in the deposit-account report. If not, then suitable ac- 
tion is taken to correct either the deposit -account records or 
Mr. Lippman's shadow software accounting, as appropriate. 

In particular, if the deposit-account report fails to re- 
flect a withdrawal which Mr. Lippman has asked the PTO staff to 
make , then he can promptly follow-up with PTO staff. In the 
present case, such follow-up could have been required — and 
would have been performed — monthly for thirteen months . 

6) Types of deposit-account transactions disfavored — Although 
this would eventually have prevented the delay involved in this 
case, that is not an ideal way to prevent such delay. Thus the 
history of the present case also shows that the deposit account 
is excellent for some kinds of payments but not others. 

In addition to making payments that are needed immediate- 
ly, the deposit account is fine for routine fees that can rea- 
sonably be expected to "clear" within a month or two. It is 
not well suited, however, for any open-ended situation in which 
the practitioner cannot at all predict how long the withdrawal 
instruction may be held pending. 

In those situations it appears best to pay by check. This 
is Petitioner Lippman's plan for future such situations. 
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15. Other requirements : Based upon the last paragraph of 37 cfr 
§ 1.137, Petitioners believe that no Terminal Disclaimer is re- 
quired in this matter. In event this understanding is not cor- 
rect. Petitioners request an opportunity to cure. 



16. Conclusion ; The Petitioners respectfully submit that they 
have complied with all requirements of MPEP 2590 and 37 CFR § 
1.378. More specifically, this Petition provides: 

"(1) the required maintenance fee set forth in §1.20 (e)-(g); 

"(2) the surcharge set forth in § 1.20(i)(l); and 

"(3) a showing that the delay was unavoidable since reasonable 
care was taken to ensure that the maintenance fee would be paid 
timely and that the petition was filed promptly after the pat- 
entee was notified of, or otherwise became aware of, the expi- 
ration of the patent." 

Further, the required showing herein does "enumerate the 
steps taken to ensure timely payment of the maintenance fee, 
the date and the manner in which patentee became aware of the 
expiration of the patent, and the steps taken to file the peti- 
tion promptly." 

The Petitioners therefore ask that the accompanying eight- 
year fee and surcharge be accepted, and that the subject very 
important patent U. S. 5,467,122 be reinstated. 

12 -year fee — Further the Petitioners very respectfully 
take the liberty of also offering, with this Petition, the 
twelve-year maintenance fee for the subject Patent, so that in 
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case this Petition is granted the Patent will not lapse for 
nonpayment of the fee normally due in 2007. 

The Petitioners hope but of course do not presume that 
this Petition will be granted. If this tender of the current- 
year fee herewith is deemed improper, the Petitioners sincerely 
apologize and invite refund of that fee or such other action as 
would be preferred. 

Telephone call — In the event of any obstacle to granting 
this Petition, the Petitioners earnestly ask for a phone call 
to Mr. Lippman at 775/677-8822, to discuss such obstacle. In 
case he is not available to take such a call, the Petitioners 
hereby authorize Mr. Lippman' s clerk, Mrs. Shaliene D. Ray, to 
discuss any and all matters related to this Petition. 




PeterHrj^b^ppman ^ 

Registration No. 22,835 
Attorney for the Assignee 




Peter I. Lippman 

17900 Mockingbird Drive 

Reno NV 89506 



June 5, 2007 



TELEPHONE ; 
775/677-8822 
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USPTO PETITION OFC 



..JiP^\ United States Patent and Trademark Office 

s ®Sj) - - - 




Commissioner for Patents 
United States Patent and Trademark Office 

P.O. BOX 1450 

Alexandria, VA 22313-1450 



FACSIMILE TRANSMISSION 



ttes Lx-PPmci>t\ 



(NAME) 



ACSIMILE NUMBER) 



(ORGANIZATION) 



(TELEPHONE NUMBER) 



(NAME) 



TOTAL NUMBER OF PAGES _ 



j3- 



_ (INCLUDING THIS COVER PAGE) 



NOTE: The facsimile number shown on this cover is for informal/courtesy copies ONLY!! 
If you have not received all pages or you have any questions about this transmission, please 
contact the OFFICE OF PETITIONS as follows: 



DIRECT TELEPHONE NO.: 571-272-3282 
BRIEF MESSAGE: 



FACSIMILE NO. 571-273-0025 
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04/27/2067 13:33 FAX 7033686916 



USPTO PET I T J ON OFC 



121662/663 




UNITED STAT^s-PATENT AND TRADEMARK OFFICE 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 



PETER I. LIPPMAN 

4385 OCEAN VIEW BLVD. 

MONTROSE, CA 91020 



In re Application of 
Bowker et al. 
Patent No. 5,467,122 
Application No. 08/046,335 
Filed: April 12, 1993 
Issued: November 14, 1995 
Attorney Docket No. xAA-05 



Paper No. 21 

COPY MAILED 

JUL 1 5 2005 
OFFICE OF PETITIONS 

ON PETITION 



This is a decision on the petition under 37 CFR 1.378(c), filed March 15, 2004, to accept the 
delayed payment of a maintenance fee for the above-identified patent. 

The petition is DISMISSED. 

If reconsideration of this decision is desired, apetition for reconsideration under 37 CFR 
1 WU^ must be filed within TWO (2) MONTHS from the mail date of this decision. No 
Iffirfto f tw^nth time limit can be panted under 37 CFR 1 .136(a) or (b). This is not 
final agency action within the meaning of 5 U.S.C. § 704. 

A netition to accept the unintentionally delayed payment of a maintenance fee under 35 U.S.C. 
& ffS S 3f cS 1 . 378(c) must be accompanied by: (1) a statement that the delay was 
unintentional; {2) payment of the appropriate maintenance Tee, unless previously submitted; 
(3) payment of the surcharge set forth in 37 CFR 1.20(i)(2). 

This petition lacks items (2) and (3) above. The funds were attempted to be collected from 
pSner's deposit account, No.11-1639 numerous times but mere was n eyer sufficient funds. 
E of July 200?, the account is listed as having a negative balance. Accordingly, nf 
above-identified application, petitioner must supply the maintenance fee and me $1640.00 
surcharge. 

Aav petition for reconsideration of this decision must be accompanied by the petition fee of 
SlS) as set forth in 37 CFR 1.17(h). The petition for reconsideration must include the lacking 
?tem(s) ^4ted abovt since, after aWcision on the petition for reconsideration, no further 
re^nslderation or review of the matter will be undertaken by the Commissioner. 

Petitioner should note that if this petition is not renewed, or if renewed and not granted then the 
TSntenSice fees and post expiration surcharge are refundable. Petitioner may request a refund 
S feS?ubmitt?d To P n March 17, 2004. Please send all requests for refunds to the following 
address: 
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Patent No. 5,467,122 Pa S e 2 



Mail Stop 16 ^„ 
Director of the US Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

A copy of this decision should accompany petitioner's request. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail- Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 223 1 3- 1 450 

By hand: Customer Window located at: 

U.S. Patent and Trademark Office 
Customer Service Window Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Bv fax- (571) 273-8300 

y ATTN: Office of Petitions 

Any questions concerning this matter may be directed to the undersigned at (571) 272-3206. 




Petitions Examiner 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 



Exhibit B -- page 3 of 3 



11/18/95 



IDAR 

- OC CAM VOtr. L I P A R — 
■OCEAN- VOL. 



LIDAR 

*AA ^ OCEAN- VOL. LIDAR 

XAA -05 
xAA -05 



4th-year mairvt. fee 08/046,335 
— roaiht. r i yiA FlAA! w/<w>^W~ - 



8th-yr. maint. fee 



OCEAN- VOL. 
OCEAN- VOL. 
OCEAN- VOL. 



LIDAR 
LIDAR 



12th-yr. maint. fee 
maint. 11/14 FLAG! 



.08/646r335- 
08/046,335 
08/046,335 
■0 8/046,333 



—pCC A H VOL. LIDA R— 
OCEAN- VOL. LIDAR 
OCEAN- VOL. LIDAR 



"T55/T4 fla¥ 

T S-y- »»^t la». 

naint. Ib/'rJT'FLAGT 
11.5-yr. maint. fee 
naint. 05/14 FLAG! 



~T5B7646-7335— 
6*57533"" 



08/046,335 
08/046,335 



11/14/99 n 553 ^J £lAi 
-TO/1 5/99 n 554 5,467,1 i 



W/ 1 4/ 9 5 f rt«l_Q4Xl g/93 , 



«/93~ 



11/14/03 n 555 A ^46t t rT2Tll/14/95Trt^W42^3-- 



~40/^57^-n-456-5r4677^g^-^yW»5- f i Led 04/ W 93 
11/14/07 n 557 5,467,122 11/14/95 filed 04/12/93 
10/15/07 n 558 5,467,122 11/14/95 filed 04/12/93 
" 0iB4/^9rTr-SSa-5^ 467 , 1 22^1/1 4/95__ fjLLad-e4rtg/93- 
-64/44- / 99, n SO O - ^W.I?? H/V i /OS f il«w 1 0 4 /42/93- 



05714/03 n 561"5;46?,122 1T7W95- 

_04/i4jia3-j*-56a-- 5 , nar ; 1 22 1 1/1 4/95 ■ 



*-e<7T2793 
*-e4/UUS3 



05/14/07 n 563 5,467,122 11/14/95 filed 04/12/93 
04/14/07 n 564 5,467,122 11/14/95 filed 04/12/93 



Exhibit C 



PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Patentees: J. Kent Bowker and 
Stephen C. Lubard 

Patent No.: 5,467,122 

Filed: April 12, 1993 

For: "UNDERWATER IMAGING IN REAL 

TIME USING SUBSTANTIALLY DI- 
RECT DEPTH-TO-DISPLAY-HEIGHT 
LIDAR STREAK MAPPING" 



Our docket: xAA-05 



DECLARATION OF HOLLY B. AGUILERA 



Hon. Commissioner for Patents 
P. O. Box 1450 
Alexandria VA 22313-1450 

Sir: 

I, HOLLY B. AGUILERA, declare as follows. 

1. I was employed by Patent Attorney Peter Lippman as an 
office clerk in his Montrose, California private-lawf irm 
patent-law office for a few months in 1993 (at that time as 
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assistant clerk), and later again for nearly eight years — 
from the fall of 1996 through June 16, 2004 when he left 
southern California to live in Reno, Nevada. 

2. During most of my second employment with Mr. Lippman, 
I was his only employee; however, for about the last year 
and a half we had another employee who was assistant clerk. 
Miss Nichole Cecere. 

3. During my employments, at first Mr. Lippman was asso- 
ciated with another patent lawyer, Mr. Robert Ashen. Later 
that relationship ended — and Mr. Lippman became a sole 
practitioner. From my viewpoint, however, there was very 
little difference between the two situations: the employ- 
ment was with Mr. Lippman, and was continuous. 

4. When I first started work for Mr. Lippman, I knew 
essentially nothing about patents. He trained me in all 
aspects of his private patent- lawfirm operations, and well 
before late 2 003 (when the subject maintenance fee came 
due) I was able to perform essentially all the clerical 
functions of his office with minimal supervision. I found 
patent work interesting, and I enjoyed it — as I do now. 

5. When Mr. Lippman left California, by virtue of the 
training he had provided I was easily able to find other 
employment in the field of patents. My first such position 
was with the patent department of Amgen Incorporated; I was 
successful there, but the commuting time was extreme, so 
after about one year I decided to take work closer to my 
home. My next position was with Precision Dynamics Corpo- 
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ration in San Fernando, California — and I held that job 
for two years, until early last month (May 2007) when I 
took an opportunity to join the patent department of the 
well-known Disney company. 

6. My patent-prosecution skills in these positions have 
been found acceptable, and in the first two employments 
were rewarded with routine wage increases. 

7. Of my own knowledge, it is particularly true that Mr. 
Lippman is careful, thorough and very patient in training 
employees. That is true not only for me but also for his 
participation in training a previously mentioned assistant 
clerk, who worked for Mr. Lippman part-time for a year and 
a half, partly under my supervision, during my employment 
with him. 

8. I have read a May 22 draft of Mr. Lippman' s "Petition 
to Accept Unavoidably Delayed Payment of Maintenance Fee in 
an Expired Patent", including the Exhibits. Based on the 
dates involved, many of the passages in that draft Petition 
are outside my direct experience; I cannot comment on them. 

9. I agree with all of the portions dealing with me and 
my participation in the efforts to pay the 2 003 maintenance 
fee for U. S. 5,467,122 — particularly the discussions in 
the "Additional Sheets" section 9, and the first parts of 
sections 10 and 11. 

10. As the Petition states, it was I who drafted the No- 
vember 2003 letter (Exhibit M of the present Petition) that 

Declaration of Holly B . Aguilora 3 Petition re U. S. 5.467, 12: 
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had a faulty mailing certification, and who also drafted 
the March 2004 letter (Exhibit N of the present Petition) 
that explained how the date came to be deleted from the 
mailing certification. Of my own knowledge, that explana- 
tion was completely true; and the discussion of it in the 
present Petition (section 9) is likewise true. 

11. I remember feeling embarrassed for having deleted the 
date from the end of the mailing-certification paragraph, 
in the November 2003 coverletter. Nevertheless I do agree 
that overlooking the deletion was one of those "human 
errors" which does very occasionally occur, even despite 
great care to avoid them. 

12. The reason for that, in my opinion, trying to look at 
the work very objectively, is that in every document going 
to the PTO there are many details of great importance, any 
single one of which can cause a document to misfire severe- 
ly. Considering myself a professional in this field, I 
always do my best to check — and double check — each and 
every detail, and sooner or later a mistaken computer key- 
stroke or two has a disproportionate effect and produces a 
disastrous result, which somehow is just not noticed. Com- 
puters are wonderful machines: they tremendously amplify 
our capabilities, but unfortunately also our errors. 

13. When I made that error, having done such work for more 
than seven years I knew perfectly well that a mailing cer- 
tification had to have a date in it. The reason I made 
that deletion was not that I wanted to remove the date, but 

Declaration of Holly B. Aguilera 4 Petition re U. S. 5,467,122 
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rather- that I wanted to correct the address, and removed 
the date accidentally in the process. 



All statements herein made of my own knowledge are true; 
all statements made on information and belief I believe to 
he true. I understand that willful false statements and 
the like herein are punishable by fine or imprisonment, or 
both (18 U.S.C. 1001) and may jeopardize the validity of 
the subject patent. 



June 



5 . 2007 
date 




5 
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Under the Paperwork Reduction A> 



o personsare require 



Request for 
Customer Number 
Data Change 



PTO/SB/124A (06-03) 
Approved for use through 07/31/2005. OMB 0651-0035 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
ond to a collection of information unless it displays a valid OMB control number. 

Address to: 

Mail Stop EBC 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



To (he Commissioner for Patents: 

Please record the following data changes to Customer Number: 
GZl Please change Address to: 



Firm or 
Individual 
Name 



Peter I. Lippman 



Address 



17900 Mockingbird Drive 



| State | 



| Zip | 8 9 



Country usa 



Telephone 775/677-8822 



Fax 775/677-8823 



ILJ Please delete the following practitioner registration number(s) 


from the Customer Number indicated above. 


I I 


I I 


I I 


I II I 




I I 


I I 


I I I 


I I 


I I 


I I 





o Please add the following practitioner registration number(s) from the Customer Number above: 



I— J Additional practitioner registration numbers are listed on supplemental sheet(s) attached hereto (PTO/SB/124B or equivalent) 
Request Submitted by: (must be a person, e.g. registered practitioner, associated with the customer number shown above) 



Firm Name (if applicable) 


Law Office of Peter Lippman 


Name of Person 


Peter Lippman 


Submitting request 


Signature 




| Registration No. 1 22835 


Telephone Number 


775/677-8822// 


| Date |j U | y 10 , 2004 | 



This collection of information is required by 37 CFR 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1 .14. This collection is estimated io take 12 minutes to complete, including 
gathering preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time ycu require to complete this form andtor suggestions for reducing this burden, should be sent to the Chief Infonnatton Officer. U.S. Patent and 
Trademark OfTice. U.S. Department of Commerce. P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Mail Stop EBC, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing tho form, call 1-800-PTO-9199 (1-800-786-9199) and select option. 
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§\ United States Patent and Trademark Office 





(NUMBER 



PATENT NUMBER 



GROUP ART UNIT 



FILE WRAPPER LOCATION 



08/046,335 



5467122 



2615 



47LC 



Change of Address/Power of Attorney 



The following fields have been set to Customer Number 38637 on 



• Correspondence Address 



The address of record for Customer Number 38637 is: 

PETER I. LIPPMAN 

17900 MOCKINGBIRD LANE 

RENO. NV 89506 



The Practitioners of record for Customer Number 38637 are: 



PTO INSTRUCTIONS: 

Please take the following action when the correspondence address has been changed to a customer 
number: 

1) Add 'ADDRESS CHANGE TO CUSTOMER NUMBER' on the next available content line of 
the File Jacket. 

2) Put a line through the old address on the File Jacket and enter the Customer Number as the . 
new address. 

3) File this Notice in the File Jacket. 

Please take the following action when the correspondence address has NOT been changed: 
1) File this Notice in the File Jacket 



Petitions Office please note: 
This document came from PAIR, 
where it is shown with a date of 
December 14, 2004/ 
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Peter I. Lippman tclcphonc 775/677-B822 

pacs.m.ce 775/677-8823 
£mAil PL®A-L.COM 



May 21, 2007 



Mail Stop EBC 

Commissioner for Patents By PAX only 

P. O. Box 1450 571/273-0177 
Alexandria, VA 22313-1450 



Please acknowledge! 

RE: Request for Customer Number Data Change 
Hon. Commissioner, 



Please find on the following page a Request for Customer 
Number Data Change. 

Please notice that the corrected address is Mockingbird 
DRIVE , NOT "Lane". 




Registration Ho. 22,835 



17 900 Mockingbird Drive 
Reno, Nevada S9506 



May 21, 2007 
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Under the Paperwork Reduction Act of 1995. no perse 



PTO/SB/124A (01-06) 
Approved for use through 12/3 1/2008. OM3 0651 -0035 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
e required to respond to a collection of information unless it displays a valid OMB control number. 



Request for 
Customer Number 
Data Change 



Address to: 

Mail Stop EBC 
Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 



To the Commissioner for Patents: 

Please record the following data changes to Customer Number: 
[^ ] Please change Address to: 



Firm or 
Individual 
Name 



Peter I. Lippman 



1 7900 Mockingbird Drive 



[ State |nv 



| Zip |395oT" 



Country usa 



|Email|pL@A-L.com~ 



Telephone 775/677-8822 



Please delete the following practitioner registration number(s) from the CustomerNumber indicated above: 



□ Please add the following practitioner registration number(s) from the Customer Number above: 



Additional practitioner registration numbers are listed on supplemental sheet(s) attached hereto (PTO/SB/124B or equivalent) 



Request Submitted by: (must be a person, e.g. registered practitioner, associated with the customer number shown above) 



Firm Name (if applicable) 



aw Office of Peter Lippman 



I't inrsmnn 



Name of Person 
Submitting request 



Peter l.'Lippman 



Registration 
No. 



22835 



Telephone Number 



775/677-8 



, 2007 



Date May 21 

This collection of information is required by 37 CFR 1.33. The information is required to obtain or retain a benefit by the public which is to file {and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.1 1 and 1.14. This collection is estimated to take 12 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time v.ill vary depending upon the individual case. Any comments 
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer. U.S. Patent 
and Trademark Office, U.S. Cepartment of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Mail Stop EBC. Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 



if you n< 



i completing the form, call 1-800-PTO-9199 (1-800-786-9199) and s< 
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States Patent and Trademark Office 



tf(5 

Page 1 of 1 -==2fa 
iXi\T^ 



UNITED STATES DEPARTMENT OF COMMERCE 
Unitud Stotca Pulem and TrndumjirU Offieo 
Adthcn: COMMISSIONER FOR PATENTS 



APPLICATION NUMBER 



FILING OR 371(c) PATE 



FIRST NAMED 



Guy J. Farruggia 




38637 

PETER I. LIPPMAN 

17900 MOCKINGBIRD LANE 

RENO, NV 89506 



CONFTF 
WITHDRAWAL NOTICE 

lllllllUlDlDIlllIlllllllll 



*OC00000001 3479244* 



Date Mailed: 08/09/2004 



WITHDRAWAL OF PREVIOUSLY SENT NOTICE 



The Notice of Abandonment mailed on 01/28/2004 was sent in error and is hereby withdrawn. A Filing Receipt is 
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Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03.) 



PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Patentees: J. Kent Bowker and 
Stephen C. Lubard 

Patent No.: 5,467,122 

Filed: April 12, 1993 

For: "UNDERWATER IMAGING IN REAL 

TIME USING SUBSTANTIALLY DI- 
RECT DEPTH-TO-DISPLAY-HEIGHT 
LIDAR STREAK MAPPING" 



Our docket: xAA-05 



DECLARATION OF JOHN W. McLEAN, Ph. D. 



Hon. Commissioner for Patents 
P. O. Box 1450 
Alexandria VA 22313-1450 

Sir: 

I, JOHN W. McLEAN, declare as follows. 

1. I am the president and chief executive officer of 
Arete Associates, a company which is the assignee of the 
entire interest of the patent identified above. 

2. I hold a doctorate from the California Institute of 
Technology and have over 2 5 years of experience in develop- 
ing new concepts, performing research, and managing the in- 
tegration and delivery of optical/mathematical systems for 
the Department of Defense. 
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3. Also I am a coPeti tioner in this matter. My partici- 
pation in the Petition is primarily due to the very great 
importance of this matter to Arete Associates. 

4. The e-mail correspondence in Exhibit K of the accompa- 
nying Petition) appears to me, of my own knowledge, to be a 
true and correct copy of my actual 2003 correspondence with 
Mr. Lippman's office clerk, Mrs. Aguilera. 

5. As I stated in that 2003 correspondence — which I 
went out of my way to copy to our chief financial officer, 
Jim King — and as I have reiterated in paragraph 2 above, 
this patent is a very important one to our company, Arete 
Associates . 

6. Of course I understand that the patent cannot be rein- 
stated merely because it is important to our company. 
Therefore I have reviewed the entire Petition and all its 
Exhibits with very great care. 

7. Based upon that review, I have satisfied myself that 
all the delay in paying the eighth-year maintenance fee was 
in fact unavoidable, within the confidence level for "pru- 
dent and careful men in relation to their most important 
business". I notice in the quotation from the Matulla de- 
cision — in Section 10 of the "Additional Sheets" of the 
Petition — that this is the standard of review to be ap- 
plied here. I am very well equipped to evaluate the facts 
of this case under that standard, because I am a prudent 
and careful man, and this matter is part of my most impor- 
tant business. 

Declaration of John W. McLean, Ph. D. 2 Petition re U. S. 5,467,122 
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8. X have been acquainted with Patent Attorney Peter 
Lippman for more than eight years, going back to the period 
before my present position with Arete. In 1999 he prepared 
a patent application in which I was a coinventor, and which 
eventuated into U. S. 6,836,285. 

9. In that project and since then, we have not always 
agreed on every detail of our professional relations. Nev- 
ertheless I have been impressed by his intelligent devotion 
to optimizing Arete' s patent coverage — and also with his 
f orthrightness and promptness in keeping me informed of de- 
velopments, including those which might seem to cast him in 
a bad light. For example, he informed me of the present 
maintenance- fee situation immediately upon having learned 
about it in March. 

10. I was and, still am, very upset to learn that the 
maintenance fee for the subject patent 5,467,122 has not 
been successfully paid. Before obtaining a copy of the 
2005 Dismissal document, Mr. Lippman at first suggested to 
me that possibly he might, somehow, have contributed to 
that lack of success in making the payment. 

11. I was gratified to see that his internal docket rec- 
ords (Exhibit A of the Petition) substantiate his belief 
that he never received the Dismissal. 

12. I was still more gratified to learn that the PTO ad- 
dressed the Dismissal (Exhibit B) , on its face, to his for- 
mer address — 

Declaration of John W. McLean, Ph. D. 3 Petition re H. S. 5,467,122 



Exhibit J »pa 3 e3of5 



■ more than a year after the PTO received a proper ad- 
dress-change notice (Exhibit F) from Mr. Lippman, and 

■ eleven months after the PTO began sending mail direct- 
ly to Mr. Lippman' s new address (Exhibit I), 

■ even six months after the PTO officially confirmed his 
new address (Exhibit G) , and 

■ about a month after expiration of the postal forward- 
ing order that Mr. Lippman submitted to the United 
States Postal Service (section 7 of the "Additional 
Sheets" in the Petition) . 

13. In the aggregate, these facts would seem to make it 
all but certain that he never received the Dismissal. 

14. I have also studied with great interest section 11 of 
the "Additional Sheets" — taking up Mr. Janoski's sugges- 
tion that Mr. Lippman should have followed-up the 2 004 Pe- 
tition. It happens that Arete does a very large fraction 
of its business with the United States Government, and I am 
comfortable to say: (1) the PTO's protracted processing of 
the 2004 Petition is wholly understandable, and (2) I con- 
cur that persistent follow-up would have aggravated the 
overall situation.. These have been difficult times. 

15. Although of course I know very, very little about the 
internal processes of the PTO, as a matter of objective 
fact I do know a lot about the procedures followed by "pru- 
dent and careful men in relation to their most important 
business" . Based upon that standard, the facts noted in my 
paragraphs 11 through 14, just above, lead me to believe 

Declaration of John W. McLean, Ph. D. 4 Petition re U. S. 5,467,122 
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that Mr. Lippman made no significant contribution to that 
part of the delay which followed mailing of the 2005 Dis- 
missal document. 

16. As to the delay occasioned before that mailing, X have 
thoughtfully considered the actions and efforts of both Mr. 
Lippman and his clerk/ Mrs. Aguilera — as represented in 
the "Additional Sheets", sections 6, 7, 9, 10 and 11 (and 
also in Exhibit D, and Exhibits K through O) . 

17 . Based upon those pieces of information I believe that 
the causes of that earlier delay, too, satisfy that same 
standard — especially in that those causes conform to the 
human-error criterion articulated in Matulla. I see that 
the efforts of Mr. Lippman and Mrs. Aguilera — even though 
in certain regards obviously imperfect — are within the 
expectations of a careful and prudent businessperson such 
as I am . 



All statements herein made of my own knowledge are true; 
all statements made on information and belief I believe to 
be true. I understand that willful false statements and 
the like herein are punishable by fine or imprisonment, or 
both (18 U.S.C. 1001) and may jeopardize the validity of 
the subject patent. ^? 



Declaration o£ John W. McLean. 



June "7~ , 
date 



2007 
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SUBJECT: RE: Arete 's application on Ocean-Volume Lidar (our docket xAA-05) 

DATE: Thu, 30 Oct 2003 10:19:18 -0800 

FROM: HBA@sbcglobal.net 



: will take care of it before the deadline. 



Thank you, 
Holly 



From: "McLean, John" <jmclean@arete-az.com> 

Subject: RE: Arete' s application on Ocean-Volume Lidar {our docket xAA-05) 
Date: Wed, 29 Oct 2003 08:11:30 -0700 
To: Holly B Aguilera <HBA@sbcglobal . net> 
Cc: "King, Jim" <king@arete . com> 



> Hello Holly, 
> 

> please proceed and pay the maintenance fee. This is a very important patent for Arete. 
> 

> Cheers, 
> 

> J. 
> 

> Original Message 

> From: Holly B Aguilera [mailto:HBA@sbcglobal.net] 

> Sent: Monday, October 27, 2003 3:00 PM 

> To: McLean, John; PL@A-L.com 

> Subject: Arete 's application on Ocean-Volume Lidar (our docket xAA-05) 
> 

> 

> Dear Dr. McLean: 
> 

> There is a deadline coming up in a few weeks for payment 

> of the 8th year maintenance fee for Arete 's patent 

> 5,467,122 on the Ocean-Volume Lidar. The fee amount 

> is $1,090 and is due November 14. No extensions are 

> available, and if payment is not made the patent will 

> lapse. 
> 

> Once payment is made, one additional maintenance fee 

> will be due on this patent in another 4 years and will 

> be considerably larger. 
> 

> Please let us have your authorization to proceed with 

> payment of this maintenance fee. 
> 

> Cordially, 

> Holly Aguilera 



-End of Original Message- 



Date: 10/30/03 
Time: 10:19:18 

818/249-5961 voice 
818/249-8384 facs. 

e-mail: HBA@sbcglobal.net 



Holly B. Aguilera 

Ashen _Lippman 
4 385 Ocean View Blvd. 
Montrose, CA 91020 
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May 13, 1999 



Commissioner of Patents 

and Trademarks 
Washington DC 20231 

RE: U. S. utility-patent 5,467,122 
issued November 14, 1995 

from serial 46,335 — filed April 12, 1993 
of Kent Bowker et al. 

for: "UNDERWATER IMAGING IN REAL TIME, USING 

SUBSTANTIALLY DIRECT DEPTH-TO-DISPLAY-HEIGHT 
LIDAR STREAK MAPPING" 

our docket xAA-05 



Dear Sir: 

Enclosed for filing in this case please find: 

- our check for $470, to be applied as indicated below 

- acknowledgement card for date-stamping and return. 

$ 470 to be applied to the 3.5 year maintenance fee 

Please note: no maintenance fee reminder was received for 
this patent. 

In event any deficiency in fees should become due, or any refund 
accrues, you are hereby authorized to proceed, without specific 
authorization, to charge such fee deficiency or crecit such refund 
to our deposit account 12-1639. 

I HEREBY CERTIFY that this correspondence is being 
deposited as first-class mail in an envelope addressed 
to the Commissioner of Patents and Trademarks, Washing- 
ton DC 20231, on or before MAY 13, 1999. 



ly submitted, 




Peter I ./ /iippman 
Reg. No/ '22, 835 
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LAW OFFICE OF 

Peter I. Lippman 

1,385 OCCAM VICW BOUtCVARD TELEPHONE 818/249-5961 

MONTROSE. CALIFORNIA 91020 facsimile 818/249-8384 

email P@A-L.COM 



November 6, 2003 

United States Patent 

and Trademarks Office 
PO Box 371611 
Pittsburgh, PA 15250-1611 

RE: U. S. utility-patent 5,467,122 
issued November 14, 199ff 

from serial 463,35 — filed April 12, 1993 
of J. Kent Bowker et al. 

for: "UNDERWATER IMAGING IN REAL TIME USING 

SUBSTANTIALLY DIRECT DEPTH-TO-DISPLAY-HEIGHT 
LIDAR STREAK MAPPING" 

our docket xAA-05 



Dear Sir: 



Please debit the amount of $1,090 for the 8 year maintenance 
fee from our deposit account 12-1639. Enclosed is an acknow- 
ledgement card for date-stamping and return. Please note that 
no maintenance fee notice was received for this case. 

In the event that any deficiency in fees becomes due, or any 
refund acrrues, you are hereby authorized to proceed, without 
prosecution of this application, you are hereby authorized 
specific authorization, to charge such fee or credit such 
refund to our deposit account 12-1639. A duplicate copy of 
this letter is enclosed. 

I HEREBY CERTIFY that this correspondence is being 
deposited as first-class mail in an envelope addressed 
to the United States Patent and Trademark Office, P.O. Box 
371611, Pittsburgh, PA 15250-1611. 
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RECEIVED 

JUN 1 5 2007 
OFFICE OF PETITIONS 



Under the Paperwork Reducnon Act of 1995. no persons am required to ra 



(11-03) 

through 05/31/2006. OMB 0651 0016 
ana Trademark Office; U.S. DEPARTMENT OF COMMERCE 
ot Information unless H displays a 



PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF I Docke « Number (°P« ona| ) 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(c)) | *aa-os 



Mall to: Mall Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 
Fax: (703) 872-9306 

NOTE: If Information or assistance is needed in completing this form, please contact Petitions Information 
at (703) 305-9282. 



Patent No. 5.467,122 



_ Application Number oa/046.335 



_ Filing Date April 12. 1993 



Issue Date November 14. 1995 

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly Identify: (1 ) the patent 
number (or reissue patent number, if a reissue) and (2) the application number of the 
actual U.S. application (or reissue application) leading to issuance of that patent to 
ensure the fee(s) is/are associated with the correct patent. 37 CFR 1.366(c) and (d). 



Also complete the following Information, if applicable 

The above • identified patent: 
□ 



is a reissue of original Patent No. _ 
original application n 
original filing date _ 



. original issue date _ 



□ 



resulted from the entry into the U.S. under 35 U.S.C. 371 of international 
application filed on 



CERTIFICATE OF MAILING (37 CFR 1.8(a)) 



I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is being deposited with 
the United States Postal Service on the date shown below with sufficient postage as first class mail in an envelope 
addressed to Mail Stop Petition. Commissioner tor Patents, P.O. Box 1450, Alexandria. VA 22313-1450. 



PETER I. LIPPMAN 

Typed or printed name of person signing Certificate 



[Page 1o(3) 

, is required by 37 CFR 1.37S(e). The information is required to obtalr 

USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1. 
including gathering, preparing, and submitting the completed application form to the USPTO. Time m 
the amount of time you require to complete this form end/or suggestions tor reducing Ms burden, 
Trademark Office. U.S. Department of Commerce, P.O. Box 1450. Alexandria, Vf 
H^ll $iop petition, Commtoatonsc for Patents, P.O. Box 



to the Chief Information Officer. U.S. Patent and 

VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
- VA 22313-14S0. 



ADDRESS. SEND TO: Mall Stop Petition, Commissioner t 

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 
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RECEIVED 

JUN 1 5 2007 
OFFICE OF PETITIONS 



PTO/SB/66 (11-03) 
Approved for um throuoti OS/31/2006. OMB 0651-OOie 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Ad of 1 995. no persons are required to respond to a collection of Information unless it displays a valid OMB control number. 

1. SMALL ENTITY 

0 Patentee claims, or has previously claimed, small entity status. See 37 CFR 1 .27. 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

[~~| Patentee Is no longer entitled to small entity status. See 37 CFR 1 .27(g). 

3. MAINTENANCE FEE (37 CFR 1.20(e)-(g)} 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 



Amount 


NOT Small Entity 

Fee 


(Code) 


Amount 


Small Entity 
Fee 


(Code) 


□ $ 


3 1/2yrfee 


(1551) 


□ s 


3 1/2 yr fee 


(2551) 


□ $ 


7 1/2 yr fee 


(1552) 


0 $ 1.025 


7 1/2 yr fee 


(2552) 


□ $ 


11 1/2 yr fee 


(1553) 


□ $ 


1 1 1/2 yr fee 


(2553) 



MAINTENANCE FEE BEING SUBMITTED $ 1.025 



4. SURCHARGE 

The surcharge required by 37 CFR 1.20(i)(2) of $ 65 (Fee Code 1558) must be paid as a condition 

of accepting unintentionally delayed payment of the maintenance fee. 

SURCHARGE BEING SUBMITTED $_6S 

5. MANNER OF PAYMENT 

Q Enclosed is a check for the sum of $ . 

r^i Please charge Deposit Account No. 12-1639 the sum of $ 1,090 . A duplicate 

' — ' copy of this authorization is attached. 

O Payment by credit card. Form PTO-2038 is attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

{✓] The Director is hereby authorized to charge any maintenance fee, surcharge or petition 

deficiency to Deposit Account No. 12-1639 . A duplicate copy of this authorization is attached. 



(Page 2 of 3) 
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RECEIVED 
JUN 1 5 Z007 
OFFICE OF PETITIONS 



Art of 1995. no persons are re 



PTO/SB/66 (11-03) 
Approved for use through 05/31/2006. OMB 0651-0016 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



bb It dismays a valid OMB cc 



7. OVERPAYMENT 

As to any overpayment made please 
CZ] Credit to Deposit Account No. 12-1639 . 

OR 

I I Send refund check. 

WARNING: Information on this form may become public. Credit card Information should not 
be Included on this form. Provide credit card Information and authorization on PTO-2038. 



8. STATEMENT 

The delay in payment of the maintenance fee to this patent was unintentional. 



9. PETmONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE 
ACCEPTED AND THE PATENT REINSTATED. 



March 2, 2004 



818/249-5961 



Telephone Number 





Signatyyfe ) of Petitioner(s) 

Peter I. Llppman 

Typed or printed name(s) 



22.B35 

Registration Number, if applicable 

Montrose, California 91020 
Address 



4385 Ocean View Blvd. 
Address 



37 CFR 1 .378(d) states: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, 
or other party in interest." 

ENCLOSURES: 
G-l Maintenance Fee payment 

rn Surcharge under 37 CFR 1 .20(i)(2) (fee for filing the maintenance fee petition) 

□ 

(Page 3 of 3] 



Exhibit N -- page 3 of 3 



Peter i. Lippman 

telephone 818/349-5961 
facsimile 818/249-8384 

EMAIL P@A-L.COM 

March 2, 2004 



MONTROSE. CALIFORNIA 91020 



Mail Stop Petition 



Commissioner for Patents 
P. O. Box 1450 



RECEIVED 

Alexandria, VA 22313-1450 JUN 1 5 2007 

OFFICE OF PETITIONS 

re: U. S. utility-patent 5,467,122, issued November 14, 1995 
from serial 08/046,335, filed April 12, 1993 
of J. Kent Bowker et al. 

for: "UNDERWATER IMAGING IN REAL TIME USING SUBSTANTIALLY 
DIRECT DEPTH-TO-DISPLAY-HEIGHT LIDAR STREAK MAPPING" 
our xAA-05 



Dear Sir: 

Enclosed for filing please find a Petition to Accept Unintentionally Delayed Payment of 
Maintenance Fee in an Expired Patent, along with a copy of our previously filed cover letter used 
in attempting to timely file the 7 Vz year maintenance fee plus six-month surcharge. 

As you can see from the copy of our previously submitted cover letter, we in good faith believed 
we were timely submitting the necessary maintenance fee and surcharge, however in adjusting 
the mailing certification in the last paragraph to show the new PTO mailing address, we 
inadvertently deleted the mailing date so it was not accepted as a Rule 8 certificate of mailing. 

Please debit the necessary fee for this petition from our deposit account 12-1 639. 



Respectfully submitted, 




Peter I. Lipai 
Reg. No. 22?835 



End: petition of 3 pages 

copy of previously submitted coverletter 
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